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U.S. Patent and Trademark Office, Commerce § 1.515 

(1) A statement pointing out each 
substantial new question of patent-
ability based on prior patents and 
printed publications. 

(2) An identification of every claim 
for which reexamination is requested, 
and a detailed explanation of the 
pertinency and manner of applying the 
cited prior art to every claim for which 
reexamination is requested. If appro-
priate the party requesting reexamina-
tion may also point out how claims dis-
tinguish over cited prior art. 

(3) A copy of every patent or printed 
publication relied upon or referred to 
in paragraph (b) (1) and (2) of this sec-
tion accompanied by an English lan-
guage translation of all the necessary 
and pertinent parts of any non-English 
language patent or printed publication. 

(4) A copy of the entire patent includ-
ing the front face, drawings, and speci-
fication/claims (in double column for-
mat) for which reexamination is re-
quested, and a copy of any disclaimer, 
certificate of correction, or reexamina-
tion certificate issued in the patent. 
All copies must have each page plainly 
written on only one side of a sheet of 
paper. 

(5) A certification that a copy of the 
request filed by a person other than the 
patent owner has been served in its en-
tirety on the patent owner at the ad-
dress as provided for in § 1.33(c). The 
name and address of the party served 
must be indicated. If service was not 
possible, a duplicate copy must be sup-
plied to the Office. 

(c) If the request does not include the 
fee for requesting reexamination or all 
of the parts required by paragraph (b) 
of this section, the person identified as 
requesting reexamination will be so no-
tified and given an opportunity to com-
plete the request within a specified 
time. If the fee for requesting reexam-
ination has been paid but the defect in 
the request is not corrected within the 
specified time, the determination 
whether or not to institute reexamina-
tion will be made on the request as it 
then exists. If the fee for requesting re-
examination has not been paid, no de-
termination will be made and the re-
quest will be placed in the patent file 
as a citation if it complies with the re-
quirements of § 1.501(a). 

(d) The filing date of the request is: 

(1) The date on which the request in-
cluding the entire fee for requesting re-
examination is received in the Patent 
and Trademark Office; or 

(2) The date on which the last portion 
of the fee for requesting reexamination 
is received. 

(e) A request filed by the patent 
owner may include a proposed amend-
ment in accordance with § 1.530. 

(f) If a request is filed by an attorney 
or agent identifying another party on 
whose behalf the request is being filed, 
the attorney or agent must have a 
power of attorney from that party or 
be acting in a representative capacity 
pursuant to § 1.34(a). 

(35 U.S.C. 6; 15 U.S.C. 1113, 1123) 

[46 FR 29185, May 29, 1981, as amended at 47 
FR 41282, Sept. 17, 1982; 62 FR 53200, Oct. 10, 
1997; 65 FR 54678, Sept. 8, 2000; 65 FR 76775, 
Dec 7, 2000] 

§ 1.515 Determination of the request 
for ex parte reexamination. 

(a) Within three months following 
the filing date of a request for an ex 
parte reexamination, an examiner will 
consider the request and determine 
whether or not a substantial new ques-
tion of patentability affecting any 
claim of the patent is raised by the re-
quest and the prior art cited therein, 
with or without consideration of other 
patents or printed publications. The 
examiner’s determination will be based 
on the claims in effect at the time of 
the determination, will become a part 
of the official file of the patent, and 
will be mailed to the patent owner at 
the address as provided for in § 1.33(c) 
and to the person requesting reexam-
ination. 

(b) Where no substantial new ques-
tion of patentability has been found, a 
refund of a portion of the fee for re-
questing ex parte reexamination will be 
made to the requester in accordance 
with § 1.26(c). 

(c) The requester may seek review by 
a petition to the Director under § 1.181 
within one month of the mailing date 
of the examiner’s determination refus-
ing ex parte reexamination. Any such 
petition must comply with § 1.181(b). If 
no petition is timely filed or if the de-
cision on petition affirms that no sub-
stantial new question of patentability 
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has been raised, the determination 
shall be final and nonappealable. 

[65 FR 76775, Dec. 7, 2000] 

§ 1.520 Ex parte reexamination at the 
initiative of the Director. 

The Director, at any time during the 
period of enforceability of a patent, 
may determine whether or not a sub-
stantial new question of patentability 
is raised by patents or printed publica-
tions which have been discovered by 
the Director or which have been 
brought to the Director’s attention, 
even though no request for reexamina-
tion has been filed in accordance with 
§ 1.510 or § 1.913. The Director may ini-
tiate ex parte reexamination without a 
request for reexamination pursuant to 
§ 1.510 or § 1.913. Normally requests from 
outside the Office that the Director un-
dertake reexamination on his own ini-
tiative will not be considered. Any de-
termination to initiate ex parte reex-
amination under this section will be-
come a part of the official file of the 
patent and will be mailed to the patent 
owner at the address as provided for in 
§ 1.33(c). 

[65 FR 76775, Dec. 7, 2000] 

Ex Parte REEXAMINATION 

§ 1.525 Order for ex parte reexamina-
tion. 

(a) If a substantial new question of 
patentability is found pursuant to 
§ 1.515 or § 1.520, the determination will 
include an order for ex parte reexamina-
tion of the patent for resolution of the 
question. If the order for ex parte reex-
amination resulted from a petition pur-
suant to § 1.515(c), the ex parte reexam-
ination will ordinarily be conducted by 
an examiner other than the examiner 
responsible for the initial determina-
tion under § 1.515(a). 

(b) The notice published in the Offi-
cial Gazette under § 1.11(c) will be con-
sidered to be constructive notice and ex 
parte reexamination will proceed. 

[65 FR 76775, Dec. 7, 2000] 

§ 1.530 Statement by patent owner in 
ex parte reexamination; amendment 
by patent owner in ex parte or inter 
partes reexamination; inventorship 
change in ex parte or inter partes re-
examination. 

(a) Except as provided in § 1.510(e), no 
statement or other response by the 
patent owner in an ex parte reexamina-
tion proceeding shall be filed prior to 
the determinations made in accordance 
with § 1.515 or § 1.520. If a premature 
statement or other response is filed by 
the patent owner, it will not be ac-
knowledged or considered in making 
the determination. 

(b) The order for ex parte reexamina-
tion will set a period of not less than 
two months from the date of the order 
within which the patent owner may file 
a statement on the new question of 
patentability, including any proposed 
amendments the patent owner wishes 
to make. 

(c) Any statement filed by the patent 
owner shall clearly point out why the 
subject matter as claimed is not antici-
pated or rendered obvious by the prior 
art patents or printed publications, ei-
ther alone or in any reasonable com-
binations. Where the reexamination re-
quest was filed by a third party re-
quester, any statement filed by the 
patent owner must be served upon the 
ex parte reexamination requester in ac-
cordance with § 1.248. 

(d) Making amendments in a reexam-
ination proceeding. A proposed amend-
ment in an ex parte or an inter partes re-
examination proceeding is made by fil-
ing a paper directing that proposed 
specified changes be made to the pat-
ent specification, including the claims, 
or to the drawings. An amendment 
paper directing that proposed specified 
changes be made in a reexamination 
proceeding may be submitted as an ac-
companiment to a request filed by the 
patent owner in accordance with 
§ 1.510(e), as part of a patent owner 
statement in accordance with para-
graph (b) of this section, or, where per-
mitted, during the prosecution of the 
reexamination proceeding pursuant to 
§ 1.550(a) or § 1.937. 

(1) Specification other than the claims. 
Changes to the specification, other 
than to the claims, must be made by 
submission of the entire text of an 
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